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DETAILED ACTION 

1 . The Amendment filed on April 9, 2009 has been entered. Claims 49-97 remain 
pending in the application. The previous claim objections to claims 49, 74, and 94 are 
withdrawn in light of Applicant's amendments to claims 49, 73, 74, 94, and 95. The 
previous double patenting rejections of claims 49-84, 88, 89, and 95-97 are withdrawn. 
The previous 35 U.S.C. 103 rejections of claims 49-97 are withdrawn in light of 
Applicant's statement regarding obligation of assignment. 

Claim Objections 

2. Claim 84 objected to because of the following informalities: In claim 84, "N,N'- 
hexane-1,6-diylbis (3-(3,5-di-ter-butyl-4-hydroxyphenylpropionamide))" should be "N,N'- 
hexane-1,6-diylbis (3-(3,5-di-tert-butyl-4-hydroxyphenylpropionamide)); a tertiary butyl 
group is abbreviated tert-butyl, not ter-butyl." Appropriate correction is required. 

Double Patenting 

3. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 
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Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

4. Claims 49-67, 69-73, 75-77, 82, and 84 rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over 
claims 1-19 and 21-30 of Donetti et al. ("Donetti", U.S. Patent No. 7155094) in view 
of Vyvial et al. ("Vyvial", US 4493807). 

5. Regarding claim 49, claim 1 of Donetti claims all the features of the water-soluble 
polymer material but is silent as to the process. Vyvial teaches an extrusion process for 
extruding vinyl alcohol polymer material using a multi-screw extruder at a temperature 
of between 80° and 200° C and by adding plasticizers at points between the feed point 
of the vinyl alcohol polymer and the melting and homogenization zone. Vyvial teaches 
the point at which the additives are fed depends primarily on the type of additives. See 
Vyvial, col. 3, line 52 to col. 4, line 26. 

6. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to use the process of Vyvial to extrude the water-soluble polymer material of 
Donetti as Donetti teaches a vinyl alcohol polymer and Vyvial teaches a process of 
extruding a vinyl alcohol polymer. 

7. Regarding claims 50-67, 67-73, 75-77, 82, and 84, claims 2-1 9 and 21-30 of 
Donetti claim the same subject matter. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
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the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

10. Claims 49-81 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Anelli et al. ("Anelli", US 2002/0041744) in view of Vyvial et al. ("Vyvial", US 
4493807). 

1 1 . Regarding claim 49, Anelli teaches a water-soluble polymer material (see 
abstract) comprising a vinyl alcohol / vinyl acetate copolymer (see para. [0127]) having 
a degree of hydrolysis of between about 50% and about 95% (see para. [0128]), which 
encompasses the limitations claimed. Anelli also teaches that it is preferable to add 
plasticizers in an amount of about 1 % to about 30% by weight of the water-blocking 
material (see para. [0156]). Among the list of suitable plasticizers provided by Anelli is a 
plasticizer with a melting point of 50-100° C (para. [0156]; trimethylolpropane <MP = 59° 
C >) and a plasticizer with a melting point equal to or higher than 1 40° C (para. [01 56]; 
pentaerythritol < MP = 260.5° C >). Anelli does not expressly teach the two plasticizers 
are present in an amount of 10-30 and 1-10 parts by weight per hundred parts by weight 
of the copolymer. However, Anelli teaches the amount of plasticizer added to the 
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polymer material is appropriately varied depending on the desired mechanical 
properties of the water-soluble polymer material (see para. [0158]). 

12. Anelli is silent as to the process. Regarding claims 49 and 78-81 , Vyvial teaches 
a process for extruding a vinyl alcohol polymer in a multi-screw extruder. Vyvial 
teaches the extrusion process is carried out at from 80° to 200° C and the melting zone 
and homogenization zone of the extruder are at from 120° to 190° C (see col. 3, lines 
58-61). Vyvial teaches that plasticizers and/or lubricants are preferably added between 
the feed point of the vinyl alcohol polymer and the melting and homogenization zone 
and thermally unstable substances are in general only mixed into the melt (col. 4, lines 
22-26). Vyvial also teaches the point at which additives are fed into the extruder 
depends primarily on the type of additives (col. 4, lines 19-20). One viewing the 
process of Vyvial would appreciate that it would be an effective method of extruding the 
water-soluble polymer material of Anelli. 

1 3. As to the first and second plasticizers and their respective amounts, one viewing 
the range provided by Anelli (about 1% to about 30%) and given the motivation to vary 
the amounts of plasticizer (to modify mechanical properties) would appreciate that the 
claimed limitations fall under the same scope. As to the sequence of feeding in different 
temperature zones, Vyvial teaches individual temperature zones (col. 3, line 8) and that 
the point at which additives are fed into the extruder depends on the type of additives as 
discussed above. Vyvial also teaches the melt is discharged at 80° to 130° C (col. 5, 
lines 27-29), which falls within the limitations claimed. Vyvial teaches the degree of 
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polymerization can be from 250 to 3000 (col. 2, lines 51-53), which falls within the 
limitations claimed. 

14. Regarding claims 49 and 75-77, Anelli and Vyvial are silent as to the properties 
of the polymer material as claimed such as complex modulus, ratio of the viscous 
modulus to elastic modulus, and glass transition temperature. As these properties are 
associated with mechanical properties of the material and are aimed at achieving the 
same purpose (for a water-resistant telecommunications cable), one practicing the 
process of Vyvial as modified by Anelli would appreciate that these properties may be 
achieved through routine experimentation as Anelli teaches that a material with certain 
desired mechanical properties can be achieved by varying the amount of plasticizer 
added to the polymer material (see para. 0158]). 

1 5. Regarding claims 50-52, Anelli teaches the solid and compact element 
comprises 30% by weight or more, 50% by weight or more, and 75% by weight or more 
of the water-soluble polymer material (see para. [0028]). 

16. Regarding claim 53, Anelli teaches the solid and compact element is a structural 
element of the cable (see para. [0030]). 

17. Regarding claims 54-55, Anelli teaches the solid and compact element is a 
tubular element comprising at least one sheath comprising the water-soluble polymer 
material, and that the tubular element is a single sheath substantially made of the water- 
soluble polymer material (see para. [0030]). 
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18. Regarding claim 56, Anelli teaches the tubular element is a double layer sheath, 
the inner layer being made of the water-soluble polymer material and the outer layer 
being made of a water-insoluble polymer material (see para. [0030]). 

1 9. Regarding claim 57, Anelli teaches the tubular element is a three-layer sheath, 
the inner and the outer layers being made of the water-soluble polymer material and the 
intermediate layer being made of a water-insoluble polymer material (see para. [0030]). 

20. Regarding claim 58, Anelli teaches the solid and compact element is a buffer 
tube and the transmitting element is an optical fibre (see para. [0028]; at least one 
optical fiber disposed inside said cavity and a solid and compact element associated 
with this cavity). 

21 . Regarding claims 59-60, Anelli teaches the solid element comprises more than 
about 75% of a water-soluble polymer material, which is within the ranges claimed (see 
para. [0044]). 

22. Regarding claim 61 , Anelli teaches the copolymer has a hydrolysis degree 
preferably between about 70% and 90%, which is within the range claimed (see para. 
[0127] and [0128]). Regarding claim 61 and 62, Vyvial teaches the polymerisation 
degree can be 250 to 3000 (col. 2, lines 51-53), which falls within the limitations 
claimed. 

23. Regarding claims 63-74, Anelli teaches that it is preferable to add plasticizers in 
order to improve the processability of final flexibility of the cable structure (see para. 
[0156]). As to claims 64, 65, 66, 69, 70, and 73, Anelli provides examples of suitable 
plasticizers including glycerol, sorbitol, trimethylolpropane, and polyethylene glycol (e.g. 
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di- or tri-ethyleneglycol) (para. [01 56]). As to claims 63, 67, 68, 71 , and 72, Anelli 
teaches the amount of plasticizer can range from about 1% to about 30% by weight of 
the water-blocking material (para. [0156]). Given the range provided by Anelli (about 1 
to 30%) and the rationale to vary the amounts of plasticizer (to achieve certain 
mechanical properties) as discussed above, one of ordinary skill in the art would 
appreciate that the claimed limitations fall under the same scope. As to claims 68 and 
74, one viewing the individual temperature zones of Vyvial as discussed above would 
appreciate that the sequence of addition depends on the properties of the additives (see 
col. 4, lines 17-26). 

24. Claims 82-84 and 95-97 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Anelli and Vyvial as applied to claims 49-81 above, and further 
in view of Lupia et al. ("Lupia", US 6228495). 

25. Regarding claims 82 and 84, Anelli and Vyvial are silent as to the use of a 
stabilizer in the polymer material. Lupia teaches a hydrolysis stabilizer compound 
comprising a chelant group comprising two hydrogen atoms bonded to two respective 
heteroatoms selected from nitrogen, oxygen and sulphur, said two hydrogen atoms 
having a distance between each of 4.2 E-10m to 5.8 E-10m, said stabilizer compound 
being present in an amount of at least 0.75 mmoles per 100 g of the copolymer, and 
that the stabilizer is N,N'-hexane-1,6-diylbis (3-(3,5-d i-tert-butyl-4- 
hydroxyphenylpropionamide), also CAS 23128-74-7 (MW 636.96), (see claims 1 and 5; 
the claimed amount amounts to about 0.47 weight percent whereas the reference 
teaches 0.05 weight percent to about 1 .0 weight percent). 
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26. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to use the stabilizer of Lupia in extruding the polymer material as it is very 
effective towards providing oxidative stability for polyolefin wire insulation as taught by 
Lupia (see abstract). 

27. Regarding claim 83, once again, one of ordinary skill would appreciate that the 
addition of the stabilizer and the sequence of addition of additives depends on the 
properties of the additives as discussed above. 

28. As to claims 95-97, all of the claimed limitations are addressed in the rejections 
above (see rejections of claims 49, 68, and 82). 

29. Claims 85-94 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Anelli and Vyvial as applied to claims 49-81 above, and further in view of Marten 
et al. ("Marten", US 5051222). 

30. Regarding claim 85, Marten teaches the multi-screw extruder is a self-cleaning 
co-rotating fully intermeshing twin screw extruder (see col. 7, lines 4-5). 

31. Regarding claims 86 and 87, Marten teaches the multi-screw extruder provides 
an energy input of at least about 0.27 KW hr/kg and preferably 0.35-0.45 KW hr/kg, 
which is within the range claimed (see col. 6, lines 31-37). 

32. It would have been obvious to use an extruder with the energy input in the 
ranges provided by Marten as excess energy would have to be removed as "waste 
energy" and a certain amount of energy is needed to melt the PVOH and shear the 
crystalline areas in the melt as taught by Marten (see col. 6, lines 31-45). 
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33. Regarding claims 88-90, Marten teaches the multi-screw extruder has a multi- 
zone thermally controlled barrel and comprises a thermal control apparatus (see for 
example, Table 3) and the thermal control apparatus comprises an electrical system for 
heating and a water system for cooling (see col. 13, lines 15-24). 

34. It would have been obvious to control the temperature in the extruder as PVOH is 
processed in a narrow range of temperatures as discussed above. 

35. Regarding claims 91-93, Marten teaches a pressure build-up system followed by 
a die head are provided at the end of the multi-screw extruder, the pressure build-up 
system is a tight pitch conveying section in the multi-screw extruder or a gear pump, 
and a cutting device is provided after the die head (see col. 8, lines 54-66). Regarding 
claim 94, Marten teaches a dry air cutting system (see col. 8, lines 59-66; passed over 
chilled... rolls... they are cut). 

36. It would have been obvious to build up pressure at the die head to finish the 
homogenization by shearing to remove any gels or remaining crystalline material (col. 8, 
lines 54-58). As to the cutting device, it is known in the art to pelletize or cut into 
strands extruded material for further processing (see col. 8, lines 64-66). 

Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANIEL LEE whose telephone number is (571)270- 
771 1 . The examiner can normally be reached on Monday-Thursday, 7:30-5:00, 
alternate Fridays. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Crispino can be reached on (571)272-1226. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

ID. U 

Examiner, Art Unit 1791 



/Richard Crispino/ 

Supervisory Patent Examiner, Art Unit 1791 



